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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 1 through 12, all the clains pending in the present
appl i cation.
The invention relates to a method and system for
processi ng speech or inmage data using |ossy techni ques.

Appel I ant di scl oses on page 1 of the specification that
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conventional inage and speech processing techni ques use
conplex digital logic. Appellant points out that the use of
digital logic which enploys very precise arithmetic processing
is not always needed in every speech and i mage
processi ng/ conpressi on application. Appellant points out that
si npl e anal og devices and/or circuits can be used with sone
anount of signal |oss/noise without adversely affecting the
results of processing/conpression. Appellant discloses on
page 5 of the specification that figure 2a shows a data
conpression systemin accordance with the present invention.
The system shows a transformati on nodul e with anal og devi ces
22, a quantization nodule with anal og devices 24 and an
entropy codi ng nodul e 26.

| ndependent claim 11l is reproduced as foll ows:

1. An [sic A] data conpression system conpri sing:

coll ector neans for collecting said data,;

a transforner coupled to said collector nmeans for
transform ng said data to generate transform coefficients,
sai d transforner inplenented using anal og devi ces;

a quantizer coupled to said transforner for quanti zing
said transformcoefficients to generate quanti zed

coefficients, said quantizer inplenented using anal og devices;
and
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an encoder coupled to said quantizer for encoding said
guanti zed coefficients to generate conpressed dat a.

The Exam ner relies on the follow ng references;

Merola et al. (Merola) 4,288, 858 Sept .
1981

Bl aschke 4, 335, 444 Jun. 15,
1982

Chi ang 5,126, 962 Jun. 30,
1992

Agranat et al. (Agranat) 5, 619, 444 Apr
8, 1997

(Filed June 20,
1994)

Claims 1 and 4 through 7 stand rejected under 35 U.S. C
8 103 as bei ng unpatentabl e over Appellant’s figures la and

1b in view of either Chiang or Merola. Cdains 2, 3 and 8
through 12 stand rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Appellant’s figures la and 1b in view of
Chiang or Merola and further in view of either Blaschke or
Agr anat .

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the brief and answer for the

respective details thereof.
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OPI NI ON
1. W will not sustain the rejection of clainms 1
t hrough 12 under 35 U. S.C. 8§ 103.
The Exam ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clai nmed
i nvention by the express teachings or suggestions found in the

prior art, or by inplications contained in such teachings or

suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983). “Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable ‘heart’ of the
invention.” Para-Ordnance Mg. v. SGS Inporters Int’l, Inc.,
73 F.3d 1085, 1087, 37 uUsP@d 1237, 1239 (Fed. Cr. 1995),
cert. denied, 519 U S. 822 (1996), citing W L. CGore & Assoc.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. Gr. 1983), cert. denied, 469 U S. 851 (1984).

On pages 7 and 8 of the brief, Appellant argues that

neither the Appellant’s figures la and 1b, Chiang nor Merol a
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t eaches or suggests anal og devices for quantization.

Appel I ant argues that Appellant’s claim1 calls for a

guanti zer inplenmented using anal og devi ces whi ch woul d not be
obvious in view of Chiang or Merola or the prior art in
figures la and 1b since this is not taught or suggested in
these references. Appellant further points out that all the
i ndependent clains recite this |imtation.

On page 5 of the answer, the Exam ner responds by stating
that it is noted that the actual “quantization using anal og
devices” limtation is not expressly shown in Chiang or
Merola. The Exam ner argues that this [imtation is
inplicitly disclosed since the coder shown in figure 1 of
Chi ang nust have anal og devices for processing the anal og
signal fromthe transform device 20. The Exam ner further
argues that Merola inplicitly teaches “quanti zation using
anal og devices” in that the processor shown in figure 4
recei ves and provi des anal og signal s.

As pointed out by our reviewi ng court, we nust first
determ ne the scope of the claim “[T]he name of the gane is

the claim” In re H niker Co., 150 F.2d 1362, 1369, 47
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UsPQ2d 1523, 1529 (Fed. Cir. 1998).

We note that all the independent clains recite “quantizer
i npl enent ed usi ng anal og devices.” Turning to Appellant’s
specification, we find that the Appellant discloses throughout
the specification that the quantization nodule shown in figure
2a is inmplenented entirely with anal og devices. Appellant has
poi nted out the advantages of using the anal og devices to
inplement this function. In particular, Appellant points out
on pages 7 and 8 that the analog circuits are sinpler than the
digital circuits and can provide sone anmount of
syhchroni zation. Therefore, we find that Appellant is
claimng a quantizer coupled to the transfornmer for quanti zing
the transformati on coefficients using anal og devices to

generate quanti zer coefficients.

Turning to the prior art recited by the Exam ner, we find
that Chiang and Merola disclose digital circuits for providing
these functions. W fail to find that either Chiang or Merola
teaches or woul d have suggested using anal og devices to

provi de a quantizer for quantizing the transformation
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coefficients to generate quanti zed coefficients. Furthernore,
we fail to find that Bl aschke or Agranat teaches or woul d have
suggested this limtation.

The Federal Circuit states that “[t]he nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Cr. 1984). It is further
established that “[s]uch a suggestion may cone fromthe nature
of the problemto be solved, leading inventors to look to
references relating to possible solutions to that problem”
Pro-nold & Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d
1568, 1573, 37 USPQR2d 1626, 1630 (Fed. Gr. 1996), citing In
re Rinehart, 531 F.2d 1048, 1054, 189 USPQ 143, 149 (CCPA
1976) (considering the problemto be solved in a
determ nati on of obviousness). The Federal Circuit reasons in
Para- Or dnance Mg. Inc. v. SGS Inporters Int'l Inc., 73 F.3d

1085, 1088-89, 37 USPR2d 1237, 1239-40 (Fed. Cir. 1995), cert.
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deni ed, 519 U S. 822 (1996), that for the determ nation of

obvi ousness, the court nust answer whether one of ordinary
skill in the art who sets out to solve the problem and who had
before himin his workshop the prior art, would have been
reasonably expected to use the solution that is clained by the
Appel l ants. However, “[o]bviousness nay not be established
using hindsight or in view of the teachings or suggestions of
the invention.” Para-Ordnance Mg. v. SGS Inporters Int’'l, 73
F.3d at 1087, 37 USPQ2d at 1239, citing WL. CGore & Assoc.,
Inc. V. Garlock, Inc., 721 F.2d at 1551, 1553, 220 USPQ at

311, 312-13. In addition, our reviewng court requires the
PTO to make specific findings on a suggestion to conbine prior
art references. In re Denbiczak 175 F.3d 994, 1000-01, 50

USPQ2d 1614, 1617-19 (Fed. Cr. 1999).
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W fail to find that the Exam ner has established a prim
faci e case of obviousness. Therefore, in view of the

foregoing, we will not sustain the Exam ner’s rejection of
claims 1 through 12 under 35 U.S.C. § 103.

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge

BOARD OF PATENT
M CHAAEL R FLEM NG )
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

STUART N. HECKER
Adm ni strative Patent Judge
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